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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner’s final
rejection of clainms 1-6 and 11-19, which are all of the clains
pending in this application.

BACKGROUND

Appel lants’ invention relates to a single |ayer soft
magnetic thin filmmde of a specified conposition and so as
to possess particul ar magnetic properties including a

coercivity not exceeding 2.5 OCe. Appellants allege that the
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filmis useful as a nagnetic head core materi al
(specification, page 2). CCaim1l is reproduced bel ow

A soft magnetic thin filmconsisting
essentially of a single |layer of a Fe,BN,
conposition, wherein a, b and ¢ each denote
atom c percent, provided that a + b + ¢ = 100,
and B denotes at |east one of Co, NN and Ru, and
wherein the conpositional range is given by

06 b#5, and

0 6c 05,
wherein said conposition is substantially
uni form al ong the thickness of the film
and wherein said magnetic film has a
coercivity not exceeding 2.5 OGe and a
saturation magnetic flux density B, of at
| east 16 kg neasured at a magnetic field of
25 Ce.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Qoo et al. (G ono) 4,772,976 Sep. 20, 1988
Kobayashi et al. (Kobayashi) 4,935, 314 Jun. 19,
1990

Clainms 1-6 and 11-19 stand rejected under 35 U S.C. § 103
as bei ng unpat ent abl e over Kobayashi and optionally O ono.
OPI NI ON
Upon careful consideration of the opposing argunents

presented by appellants and the exam ner, we find that the



Appeal No. 1998-0542 Page 3
Application No. 08/479, 843

aforenentioned 8 103 rejection is not well founded.
Accordingly, we will not sustain the exam ner’s rejection.

As evident by a review of claim1! all of the clains on
appeal require a soft magnetic filmconsisting essentially of
a single |layer made of iron (Fe) nitrogen (N) and at | east one
of cobalt (Co), nickel (N ) and ruthenium (Ru) wherein the
range of nitrogen in the conposition of the filmis above 0
atom c percent but less than or equal to 5 atom c percent, the
range of the total of at |east one of cobalt, nickel and
rut heniumis above 0 atom c percent but |ess than or equal to
5 atom c percent and the bal ance of the conposition is iron.
Additionally, the filmof claim1l1l is nade? so as to include:
(1) a substantially uniformconposition throughout the
t hi ckness thereof, (2) a coercivity of 2.5 Oe or less, and (3)
a saturation magnetic flux density B, of at |east 16 KG when

measured at a magnetic field of 25 Ce.

W shall imt our discussion to claiml1l, which is the
sol e i ndependent clai mon appeal.

2 Appel l ants describe the nethod of making their film at
pages 5-8 of the specification.
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We reproduce the exam ner’s statenent of the rejection
(answer, pages 3 and 4):

Clains 1-6, 11-19 stand rejected under
35 U S.C [sic: 8 103(a) as being unpatentable
over Kobayashi ‘314 and optionally Oono *976.

The applied Kobayashi 4,935, 314 teaches one
of ordinary skill in the art to forma soft
magnetic thin filmof iron containing nitrogen
in an anount of 1 to 15 at % preferably 5 at %
and rutheniumin an amount of .5 to 5 at % See
all the exanples in the Tables, particularly
Table 3 showing Fe- %at %N 1.5 at % Ru
exhibiting a Bs of 19.6 [KG and a coercivity of
1 [Ce]. The exam ner cannot determ ne the size
of the crystal grains, but given the identity in
conposition, coercivity, Bs and given the | ow
magnet ostriction constant due to adding the
interstitially soluble nitrogen atom which
suppresses crystal grain growh, the exam ner
has basis for shifting the burden to applicants
to denonstrate that the crystal grains of
Kobayashi et al. are greater than 50 nm |[n re
Fitzgerald 205 USPQ 594.

We point out that in a rejection under 35 U S.C. § 103,
it is basic that all elenments recited in a claimnust be
consi dered and given effect in judging the patentability of
that claimagainst the prior art. See In re Geerdes, 491 F.2d
1260, 1262-63, 180 USPQ 789, 791 (CCPA 1974). Manifestly, the

exam ner’s statenent of rejection fails to neet that basic
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requi renent for the presentation of a sustainable § 103
rejection.

The rejection, as stated, does not (1) conprehensively
and fairly describe the teachings of each of the applied
references as they may pertain to the subject natter at issue
on a claimby claimbasis; (2) set forth the differences
bet ween the clai ned subject matter and what is taught by each
of the applied references; and (3) fully explain why the
teachi ngs of either applied reference alone or in conbination
woul d have | ed one of ordinary skill in the art to the clained

subject matter not w thstanding those differences.

In particular, we note that the examner’s reliance on an
exanple from Tabl e 3 of Kobayashi in the statenent of
rejection to ostensibly establish that Kobayashi teaches a
filmcorresponding to appellants’ filmis msplaced. Unlike
appellants’ single layer film that exanple, |ike the other
exanples for which filmproperties are displayed in Table 3,
represents a nulti-layer filmthat includes 19 filns and
internedi ate | ayers as set forth at the bottom of colum 7 of

Kobayashi .
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We are cogni zant that Kobayashi al so discloses single
| ayer filnms may be fornmed of iron, an elenent soluble to iron,
and further elenents and di spl ays several exanples thereof,

i ncl udi ng magnetic and ot her properties, in Tables 1 and 2.
However, none of those exanples represent a single layer film
made of the herein clainmed conposition and made so as to
possess a coercivity not exceeding 2.5 Ce. Indeed, as

devel oped in appellants’ brief (pages 7-13), Kobayashi woul d
have reasonably |l ed one of ordinary skill in the art to enpl oy
a multi-layer filmwhen attenpting to obtain a filmwth | ower
coercivity rather than pursue such a property in a single

| ayer film See Kobayashi at colum 3, |ines 8-21, colum 9,
lines 22-32, and Tabl es 1-3.

Here, the exam ner has not satisfactorily explai ned why
one of ordinary skill in the art would have been led to sel ect
a conposition corresponding to the claimed conposition from
the plethora of conpositions that Kobayashi generically
suggests for a single layer filmand formthat filmin such a
way as to necessarily have the herein clained properties. Nor

has the exam ner adequately explained how Oonp together with
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Kobayashi woul d have suggested appellants’ filmto one of
ordinary skill in the art.

It is well settled that in order to establish a prinma
faci e case of obviousness, “[b]Joth the suggestion and the
reasonabl e expectation of success nmust be found in the prior
art and not in applicant’s disclosure.” In re Vaeck, 947 F.2d
488, 493, 20 USP2d 1438, 1442 (Fed. Cr. 1991), citing In re
Dow Chem cal Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531( Fed.
Cir. 1988). Thus, a prima facie case of obviousness is
establ i shed by showi ng that sonme objective teaching or
suggestion in the applied prior art taken as a whol e and/ or
know edge generally available to one of ordinary skill in the
art would have led that person to the clained invention,

i ncl udi ng each and every limtation of the clains, wthout
recourse to the teachings in appellants’ disclosure. See
generally In re Qetiker, 977 F.2d 1443, 1447-48, 24 USPQRd
1443, 1446-47 (Fed. Cr. 1992) (N es, J., concurring). This
showi ng can be established on simlarity of product or of
process between the clainmed invention and the prior art.

Here, the exam ner has presented insufficient evidence or
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scientific reasons so as to establish that one of ordinary
skill in this art would have been |l ed to make a single |ayer
filmhaving all of the conpositional and physical attributes
of appellants’ filmfromthe applied references’ teachings.

Accordingly, it is manifest that the only direction to
appel lants’ clained invention as a whole on the record before
us is supplied by appellants’ own specification. Vaeck,

supr a.
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CONCLUSI ON

The decision of the examner to reject clains 1-6 and 11-
19 under 35 U.S.C. §8 103 as bei ng unpat entabl e over Kobayash

and optionally G onp is reversed.

REVERSED

TERRY J. OWNENS
Adm ni strative Patent Judge

BOARD OF PATENT

PETER F. KRATZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY T. SM TH
Adm ni strative Patent Judge
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